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IN THE UNITED STATES PA TENT AND TRADEMARK OFFICE 
BEFORE THE TRADEMARK TR IAL AND APPEAL BOARD 

 
In the Matter of Application Serial No. 85/917,605  
Published in the Official Gazette on June 25, 2013      
MARK:  Ditch Plains       
 
 
PERINE INTERNATIONAL INC.   )      
       ) 
   Opposer,   ) 
  v.     ) Opposition No. 91213091 
       ) 
SEENA INTERNATIONAL, INC.   ) 
       ) 
   Applicant.   ) 
 

APPLICANT’S MOTION TO SUSPEND OPPOSITION 
 

 Pursuant to 37 C.F.R. § 2.117(a), Applicant Seena International, Inc. (“Applicant” or 

“Seena”) moves to suspend the above-captioned opposition proceeding (the “Opposition”) 

pending disposition of Civil Action Index. No. 650040/2012, filed by Opposer Perine 

International, Inc. (“Opposer” or “Perine”) against, inter alia, Applicant in the Supreme Court of 

the State of New York (hereinafter, the “Civil Action”).  Perine’s Verified Complaint, Seena’s 

and the other defendants’ Amended Verified Answer with Counterclaims and Cross-Claims 

(“Answer with Counterclaims”) and Perine’s Verified Reply to the Amended Counterclaims 

(“Reply to Counterclaim”) filed in the Civil Action are attached hereto as Exhibits A, B and C, 

respectively.  Prior to filing this Motion, Applicant requested that Opposer consent to suspension 

but Opposer has refused. 

I.  RELEVANT BACKGROUND  

On October 21, 2013, Perine filed a Notice of Opposition, opposing registration of 

Application No. 85/917,605 for mark DITCH PLAINS, a mark that Seena has used continuously 

in U.S. commerce since at least as early as October 31, 2005.  (Ex. B, Answer with Countercl.¶ 
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42.)  Seena has expended over a half million dollars in advertising, establishing the goodwill 

associated with the DITCH PLAINS mark.  (Id. at ¶ 43.)  In the Notice of Opposition, Opposer 

Perine does not allege prior use of the DITCH PLAINS mark or similar marks, nor does it allege 

likelihood of confusion between the DITCH PLAINS mark and any mark owned by Perine.  

Instead, Opposer claims that Seena should not be entitled to register its mark challenging Seena’s 

rights to the mark on three grounds: (i) Seena’s use of the DITCH PLAINS mark is primarily 

geographically deceptively misdescriptive (Not. of Opp’n ¶ 29); (ii) “issue or claim preclusion” 

because the TTAB affirmed an Examining Attorney’s refusal to register the DITCH PLAINS 

mark back in 2010 based on likelihood of confusion with a third party registration1 (Not. of 

Opp’n ¶ 39); and (iii) Seena allegedly  misrepresented the date it first used the DITCH PLAINS 

mark (Not. of Opp’n ¶ 13).   

Approximately nineteen months earlier, on January 6, 2012, Opposer Perine filed the 

Civil Action alleging claims relating to an agreement to manufacture Seena’s products featuring 

Seena’s DITCH PLAINS mark.  On May 22, 2012, Seena filed an Answer asserting contract-

related counterclaims.  After filing the Answer, Seena learned that Perine had sold unauthorized 

and infringing goods bearing Seena’s DITCH PLAINS mark, prompting Seena to file a Motion 

to amend its Answer and Counterclaim on April 29, 2013, attached hereto as Exhibit D.  In the 

Amended Answer with Counterclaims (Ex. B), Seena claims, inter alia, that Perine violated 

federal and common law unfair competition laws and infringed Applicant’s valid common law 

rights in the DITCH PLAINS mark (Ex. B, Answer with Countercl.¶¶ 87-109).  In response, 

                                                 
1 Opposer asserts in the Notice of Opposition that the 2010 decision by the Board concerning Seena’s prior 

application for DITCH PLAINS (Serial No. 76/694,609), estops Seena from registering DITCH PLAINS 
today.  The TTAB decision was based on a finding that there is a likelihood of confusion with a third party 
mark that is the subject of Registration No. 3,327,160.  Opposer asserts this claim of estoppel, despite that the 
owner of said registration and Seena have since entered into a Co-Existence Agreement and Consent to 
Register Agreement that was filed with Seena’s current application and is of public record. 
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Perine filed a Memorandum of Law in Opposition to Seena’s Motion to Amend, setting forth 

precisely the same arguments at issue in this Opposition.  Perine’s Memorandum of Law in 

Opposition to Seena’s Motion for Leave to Amend and Seena’s Reply Memorandum, are 

attached hereto as Exhibits E and F, respectively.  On August 21, 2013, the Court granted 

Seena’s Motion for Leave to Amend, making the Amended Answer and Counterclaim (Ex.  B) 

the live pleading in the Civil Action.   

The key determination underlying Seena’s Counterclaims in the Civil Action is whether 

Seena has a protectable trademark right in the same DITCH PLAINS mark at issue in this 

Opposition.  Specifically, the Second Counterclaim in the Answer with Counterclaims (Ex.  B) is 

a claim for unfair competition based on Seena’s common law rights in the DITCH PLAINS mark 

under Section 43 of the Lanham Act, which requires Seena to establish its use and ownership of 

a protectable mark.  Similarly, the Third, Fourth and Fifth Counterclaims in the Answer with 

Counterclaims (Ex. B) are claims for common law unfair competition, common law trademark 

infringement and deceptive acts under a New York statute, which also require Seena to prove it 

is the valid owner of a protectable mark.  The validity of Seena’s rights in the DITCH PLAINS 

mark are critical to the outcome of the trademark claims in the Civil Action pending between 

Seena and Perine.   

Moreover, Perine’s entire Notice of Opposition in this proceeding is really just a 

recasting of the arguments and authorities set forth in sections I(B) and I(C) of Perine’s 

Memorandum of Law in Opposition to Seena’s Motion for Leave to Amend (Ex.  E).  These 

arguments are echoed on page 8 of Opposer’s Reply to Amended Counterclaims (Ex.  C), which 

state at paragraphs 4, 7 and 8 as follows:  
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The Counterclaims are barred by [] Seena’s unclean hands, 
including but not limited to Seena’s fabrication of the date of its 
first use of the “DITCH PLAINS” mark.  

The Counterclaims are barred because Seena has no trademark 
rights in the “DITCH PLAINS” mark. 

The Counterclaims are barred by collateral estoppel given that the 
USPTO denied Seena’s application to register the “DITCH 
PLAINS” mark. 

Thus, the issues raised in the Opposition are identical to the trademark issues raised in the Civil 

Action.   

II.  ARGUMENT 

“It is standard procedure for the Board to stay administrative proceedings pending the 

outcome of court litigation between the same parties involving related issues.”  6 J. Thomas 

McCarthy, McCarthy on Trademarks and Unfair Competition §32:47 (4th ed. 2013).  Section 

510.02 of the TBMP provides: 

... pursuant to 37 CFR § 2.117(a), the Board may also, in its 
discretion, suspend a proceeding pending the final determination of 
another Board proceeding in which the parties are involved 
[citation omitted] ... or even another proceeding in which only one 
of the parties is involved. [citation omitted.]  Ordinarily, the Board 
will suspend proceedings in the case before it if the final 
determination of the other proceeding may have a bearing on the 
issues before the Board. [citation omitted.] 

See also New Orleans Louisiana Saints LLC and NFL Props. LLC v. Who Dat?, Inc., 99 

SUPQ2d 1550 (TTAB 2011); General Motors Corp. v. Cadillac Club Fashions Inc., 22 USPQ2d 

1933 (TTAB 1992); Toro Co. v. Hardigg Industries, Inc., 187 USPQ 689 (TTAB 1975), rev'd on 

other grounds, 549 F.2d 785, 193 USPQ 149 (CCPA 1977); Other Telephone Co. v. Connecticut 

Nat’l Telephone Co., 181 USPQ 125 (TTAB 1974); pet. denied, 181 USPQ 779 (Comm'r 1974); 
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Tokaido v. Honda Assocs. Inc., 179 USPQ 861 (TTAB 1973); and Whopper-Burger, Inc. v. 

Burger King Corp., 171 USPQ 805 (TTAB 1971).   

The Board’s authority includes the ability to suspend a proceeding pending the final 

determination of a civil action pending between the parties in a state court, like the Civil Action.  

See Mother's Rest. Inc. v. Mama's Pizza, Inc., 723 F.2d 1566, 221 USPQ 394 (Fed. Cir. 1983) 

(state court infringement action); Prof’l Economics Inc. v. Prof’l Economic Servs., Inc., 205 

USPQ 368, 376 (TTAB 1979) (decision of state court, although not binding on the Board, was 

considered persuasive on the question of likelihood of confusion); and Argo & Co. v. 

Carpetsheen Mfg., Inc., 187 USPQ 366 (TTAB 1975) (suspending proceeding pending state 

court action, which would determine ownership of applicant's mark and authority of applicant to 

obtain registration); NY-Exotics, Inc. v. Exotics.com, Inc., Canc. No. 92040976, at 7-8 (TTAB 

Apr. 29, 2004) (cancellation proceeding challenging ownership of mark NY-EXOTICS.COM 

suspended where “the issues involved in determining ownership of the mark NY-

EXOTICS.COM are the subject of a civil action pending in [state] Court”) [non-precedential].  It 

is not necessary that the claims or issues be identical, or that the civil action be dispositive of the 

Board proceeding to warrant suspension, it need only have a bearing on the issues presented to 

the Board.  37 C.F.R. § 2.117(a).   

The pleadings in the Civil Action clearly show that the Civil Action involves the same 

parties and that its adjudication has a bearing on all of the issues presented by Perine in this 

Opposition.  The disposition of the Civil Action will determine whether Seena has a protectable 

trademark right in the DITCH PLAINS mark, a right that is challenged by Opposer in the Civil 

Action.  (See Ex. C, Reply to Countercl. p.8, ¶7).  More specifically, it will determine the merits 

of all three allegations that serve as the basis of this Opposition: (i) whether Seena’s use of 
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“Ditch Plains” is geographically deceptively misdescriptive;  (ii) whether Seena is precluded  

from claiming a protectable trademark right in the DITCH PLAINS mark given that the 

Trademark Office refused to register the mark in 2008; and (iii) whether Seena fabricated the 

date of its first use of the DITCH PLAINS mark.  (See Ex. C, Reply to Countercl. p. 8, ¶¶ 4, 7, 

8).  Regardless of whether all of Perine’s claims in the Civil Action are proper bases for denying 

Seena’s rights to the DITCH PLAINS mark, the determination in the Civil Action will have a 

bearing on the rights of the parties and the instant Opposition.  This conclusion is further 

supported by the fact that Seena must establish that the DITCH PLAINS mark is a protectable 

trademark -- i.e., that the DITCH PLAINS mark is not geographically misdescriptive, in order to 

prevail on its counterclaims for federal and common law unfair competition, common law 

trademark infringement and deceptive acts under a New York statute, as set forth in 

Counterclaims 2 through 5 of Seena’s Amended Answer with Counterclaims (Ex.  B).  See, e.g., 

Yarmut-Dion, Inc. v. D’ion Furs, Inc., 835 F. 2d 990, USPQ2d 1262 (2d Cir. 1987); KP 

Permanent Make-Up, Inc. v. Lasting Impression I, Inc., 408 F.3d 596 (9th Cir. 2005).   

In other words, “[i]f it is determined in the civil action that applicant’s interest in the 

mark was insufficient to clothe it with the authority and right to file the application, same will be 

declared void ab initio; in which event, the opposition will be dismissed without prejudice and 

registration to applicant will be refused.”  Argo, 187 USPQ at 368.  Thus, the outcome of the 

Civil Action will have a direct bearing on the question of Seena’s right of registration. 
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III.  CONCLUSION 

 For the foregoing reasons, Seena respectfully requests that all further proceedings in the 

instant Opposition be suspended pending disposition of the Civil Action.  In the event the Board 

does not rule on this Motion prior to November 29, 2013, which is Seena’s current deadline to 

answer or otherwise move, Seena respectfully requests that the Board suspend all deadlines in 

this proceeding pending disposition of Applicant’s Motion to Suspend Opposition.  

        Respectfully submitted,   

        ANDREWS KURTH LLP 

By:  ___/Michele P. Schwartz/___  
        Michele P. Schwartz 
        Crystal L. Jamison 
        1717 Main Street, Ste. 3700 
        Dallas, Texas 75201 
        Telephone:  214-659-4400 
        Facsimile:  214-659-4401  
 
ATTORNEYS FOR APPLICANT  
SEENA INTERNATIONAL , INC. 
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CERTIFICATE OF SERVICE 

 I hereby certify that a true copy of the foregoing APPLICANT’S  MOTION TO 

SUSPEND OPPOSITION has been served on Opposer by sending the same via hand-delivery, 

on this the 19th day of November, 2013, to: 

Jeffrey Schreiber 
Kevin A. Fritz 
Susan M. Schlesinger 
MEISTER SEELIG & FEIN LLP 
140 East 45th Street, 19th Floor 
New York, NY 10017 

 
and was filed with the Trademark Trial and Appeal Board on the date indicated above, through 

the ESTTA system of the United States Patent and Trademark Office.  

 

        ___/Michele P. Schwartz/___ 
        Michele P. Schwartz 
































































































































































































































































































































